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DETAILED ACTION 

This action is in response to communication of 10/31/02. 

Election/Restrictions 

Applicant's election with traverse of Group I in Paper No. 10 is 
acknowledged. The traversal is on the ground(s) that the groups represent a 
combination/subcombination. This is not found persuasive because the subcombination 
is not allowable. In the event that the product becomes allowable, claims for 
combination will be rejoined. 

Claims 8- 32 and 37- 62 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b), as being drawn to a nonelected invention, there being no allowable 
generic or linking claim. 

This action is on claims 1-7, and 33- 36. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 4 and 33- 36 are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. It is not clear what the intended meaning of 



Application/Control Number: 09/870,203 Page 3 

Art Unit: 1648 

"contain" in the claims is. It is being treated in this office action as being open language 
(comprising). 



Claim Rejections - 35 (JSC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1- 7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
McClelland (US 5,543,328). 

McLelland teaches a modified adenovirus fiber protein with a deletion 
between residues 400- 581 (Example 2 and claims 1 and 5). 

The CD region of Ad5 is known in the art to be residues 441- 453 inclusive 
of the fiber protein. Mutation is defined in the specification as deletion or change 
(pageS, lines 7-8). 
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Claims 1- 7 and 33- 36 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Wickham (US 6,455,314B1). 

Wickham discloses a mutated subgroup C adenovirus fiber protein including CD 
region with reduced/ substantially eliminated binding to CAR, and other mutants 
comprising mutations/deletions in at least positions 441 and 442 of the fiber protein 
(examples 1-10, and claims 1- 3, 6, 8). 

Wickham does not refer to CD region of Ad5 but it is known in the art to be 
residues 441-453 inclusive of the fiber protein. In claim 4 the term "contains at least" is 
interpreted to mean "comprising." 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 33- 36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Kirby. 

Kirby discloses Ad5 fiber proteins with mutations at residues 408 and 409 (Figure 
5, pages 2811-2812). 

Kirby does not disclose a double mutant that contains both changes. 
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It would have been routine laboratory experimentation by one of ordinary skill in 
the art to examine combinations of known mutants to determine if combinations reduced 
binding/transduction of the CAR. 

Thus, it would have been prima facie obvious to make a mutant fiber protein with 
residues 408 and 409 as taught by Kirby. 



No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Myron G. Hill whose telephone number is 703-308- 
4521 . The examiner can normally be reached on 9am-6pm Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Housel can be reached on 703-308-4247. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-308-4242 
for regular communications and 703-308-4242 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 



Conclusion 



0196. 



Myron G. Hill 
Patent Examiner 
January 22, 2003 
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